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1 Introduction

Globalisation is often seen as one of the
dominant trends of our times. Besides
technological innovations, one of its driv-
ing forces is the liberalisation of the world
economy. The founding of the GATT's
successor "World Trade Organisation"
(WTO) in 1995 can be viewed as an im-
portant step towards worldwide economic
integration. The "Agreement on Trade-
Related Aspects of Intellectual Property
Rights" (TRIPs) is one of the WTO's com-
ponents. The TRIPs Agreement aims at
harmonising the level of intellectual prop-
erty protection in all WTO member states
at a fairly high level.

The TRIPs Agreement indicates rather
clearly that the WTOQO's scope goes far be-
yond that of previous multilateral treaties
on external trade. WTO does not merely
define and monitor standards for trade lib-
eralisation, but its mandate now encom-
passes the setting of new global standards
of external and internal regulation. In so
far, the WTO serves, on one hand, as an
engine of liberalisation, deregulation and
globalisation, but, on the other hand, it is
on its way to become a regulating body in
the globalisation process itself. Therefore
some authors suggest, that WTO is a cen-
tral building block of global governance
(Messner/Nuscheler 1996). Global Gov-
ernance is here defined as a new form of
political regulation, incorporating different
actors (from nation states and international
organisations as well as non-governmental
and business actors) who operate at differ-
ent political levels (from local to global).
In this context the analysis of the TRIPs
agreement can contribute to the under-
standing and the developing of the concept
of global governance. For purposes of sim-

plification our analysis focuses on the pat-
ent system; except for the protection of
plant varieties, all other kinds of intellec-
tual property rights (copyrights, trade
marks etc.) will not be discussed in this
study.

The key questions are: first, why was
the TRIPs Agreement established and
which are its main elements, and second,
which are the implications this system will
probably have, especially on developing
countries. To answer these questions, an
overview on the development and the
structural causes of international patent
protection is given in the next two chap-
ters. It will turn out, that the TRIPs provi-
sions on patents are primarily based on
"western" concepts of intellectual property
and industrialised countries' standards
(chapter 4). This will be underlined by the
presentation of some theoretical considera-
tions upon patent standards and the effects
on developing countries (chapter 5). A case
study on patent protection in the biotech-
nological sector will intensify these reflec-
tions (chapter 6).

2 The Growing Importance of
the Protection of Intellectual
Property in the Process of
Globalisation

The Protection of Intellectual Property,
with its juridical roots reaching back to
15th century Europe, has since been a
cause of repeated quarrels not only within
but also between states. These conflicts
over the rights to commercially exploitable
knowledge reached their peak in the sec-
ond half of the 19th century, when the con-
cept of patent protection was harshly cri-
ticised by the proponents of free enterprise
and free trade (many of them economists)
and abolished in several countries. As the
patent controversy of the nineteenth cen-
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tury ended with a political victory of the
patent advocates (mostly lawyers, engi-
neers and industrialists), statutory patent
systems were (re-) established almost all
over Europe (Machlup/Penrose 1950).
Holland and Switzerland which at first did
not follow this line, experienced interna-
tional pressure which, among other things,
led to the implementation of patent systems
in these countries as well. From this period
came the first international treaties on the
Protection of Industrial Property (Paris
Convention of 1883) and the Protection of
Copyrights (Berne Convention of 1886).
Several additional conventions followed
during the 20th century which, along with
the Paris and Berne conventions, were
transferred into the newly founded "World
Intellectual Property Organisation" (WIPO)
in 1967 (WIPO 1996). Although the num-
ber of WIPO agreements meanwhile rose
to 19 they could not prevent a perceivable
increase in the amount of inter-state con-
flicts about patent laws and copyrights. In
contrast to the previous century these quar-
rels do not so much take place between
contemporary  industrialised countries,
since almost all of them nowadays feature
institutions of industrial legal and copy-
right protections that are comparable to a
large degree. Rather, the current conflicts
about these rights do increasingly take
place between western industrialised
countries on the one hand and Asian and
Latin American developing countries as
well as some transition countries on the
other. The 1996 quarrel between the US
and China about Chinese companies' "pi-
racy" of American software, film and mu-
sic productions, where the US is known to
have threatened trade sanctions, is only one
of more than fifty examples of these ten-
dencies. Reasons for this development can
be found in the fact, that numerous "third

world" countries possess a much weaker
legal protection system, following the
WIPO regulations reluctantly or not effec-
tively translating them into action.

The increasing interest of many indus-
trialised countries in an effective interna-
tional patent law and copyright protection
is directly connected to the process of
globalisation. It can generally be put down
to three interdependent elements:

- structural changes in the international
division of labour and in demand

- technical progress and its economic
consequences

- global liberalisation of the flow of
commodities, services and investments

2.1 International Division of Labour

In the wake of changing economic and
technical structures the usability of human
creative potential for export has become
increasingly important for the industrial-
ised countries. Parallel to growing inter-
connectedness of trade relations, the com-
petition between companies from devel-
oping and developed countries increased.
This is the case especially for the labour
intensive and so called "low tech" branches
of industry. Many traditional western pro-
ducers of technical goods are particularly
hard pressed by the success of South East
Asian companies, which to no small
amount stems from their strategy of imi-
tating western products or production
methods. Furthermore, several of the de-
veloping economies have begun a course
of continuous expansion of their world
market shares in the middle technology
sectors. Consequently the industrial coun-
tries increasingly locate their competitive
advantages in human capital intensive
sectors. Export activities have significantly
shifted towards the expanding markets for
relatively know-how intensive goods and
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services (e.g. high-tech, highly qualified
services and entertainment in sound, film
and print) (Gadbaw/Richards 1988: 4f.).
With the international Patent Laws and
Copyright Protection the western industri-
alised countries now see a possibility to
further their "immaterial" comparative ad-
vantage and most of all, to better guard it
from imitation by foreign competitors
(Fisch/Speyer 1995:66).

2.2 New Technologies and
Products

Technological progress - or more specific:
the transformation of knowledge and ideas
into new products and processes as a
source of economic growth - is not only an
aim, but also the reason behind the de-
mands of industrialised countries for a
tightening of international intellectual
property protection. The rising technologi-
cal level has contributed to a steady in-
crease in average R&D-expenditure neces-
sary to develop new products, while at the
same time technical progress has simpli-
fied and reduced the cost of technological
reproduction of know-how intensively pro-
duced goods. Additionally, technical prog-
ress has expanded and globalised markets
(e.g. transportation and communication
technologies), spawned new markets and,
as a consequence, has created a demand for
patent political clarity (e.g. how to protect
"intellectual property" in the fields of ge-
netic engineering and how to handle soft-
ware-algorithms) (Gadbaw/Richards 1988:
3ff).

2.3 Liberalisation of markets

Imitations and copies as well as original
products have more and more easily been
able to penetrate regional markets because
of world-wide liberalisation of trade. In

relation to this, many innovative compa-
nies increasingly suffer sales and revenue
losses which they would have made if they
effectively were granted the sole interna-
tional utilisation rights for their invention
(USITC 1988:103; Preusse 1996:32).
Western foreign investors additionally
press for a tightening of international pro-
tection measures for intellectual properties,
since, by a better protection of their accu-
mulated know-how, they would be able to
profit more from the general liberalisation
of international capital flows, esp. foreign
direct investment.

3 From WIPO to WTO

Triggered by current international conflicts
the "Agreement on Trade-Related Aspects
of Intellectual Property Rights" (TRIPs
Agreement) came into effect on January 1st
1995 as a part of the likewise newly
founded "World Trade Organisation"
(WTO).! TRIPs were put on the agenda of
multilateral trade policy by the US with
support from the EC and other industrial-
ised countries and resulted, against strong
initial resistance from the developing
countries, in the aforementioned TRIPs
Agreement.

By this, international trade policy as
well as international patent and copyright
law have made a qualitatively remarkable
step. Multilateral trade policy has reached a
new stage of intensity by which it does not
only influence domestic economic politics
indirectly, but - similar to EU or NAFTA -
intrudes directly into domestic economic
policy making. The approximately 130
WTO-countries for example have com-
mitted themselves to converting some of
the central agreements of the WIPO treaty

1 For an overview of the components of the
TRIPs-Agreement see Reichman 1995.
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and additional regulations legally and ma-
terially.? The set period of time for this lies
between one and ten years, depending on
the type of technology, legal area and
group the country is belonging to, with the
least developed countries (LDCs) de facto
being able to prolong this transitional pe-
riod indefinitely.

In turn, a novum for international poli-
tics for the protection of intellectual prop-
erty is the fact that failure to comply with
established standards can be punished: If
one WTO-member is able to substantiate
damage to its economy because of insuffi-
cient patent law protection or similar lack
of regulations in another member state, the
former is entitled to limit the import of
goods from the latter country. Furthermore,
the TRIPs Agreement supplements the
principle of national treatment (WIPO)
with the most-favoured-nation principle
(TRIPs art 4). As a result, it is not allowed
to discriminate between patent holders of
different nationalities, regardless of the
concrete patent protection the respective
foreign state offers. Furthermore, all mem-
ber states commit themselves for the first
time on an international level to protect
undisclosed information and trade secrets
from being disclosed to third parties by
legal measures (art 39). Additionally the
TRIPs-Agreement introduces diverse re-
forms in the international mark laws, copy-
right and related areas.

The following text will focus on the
area of international patent protection, be-
cause it is most heavily influenced by the
TRIPs Agreement: In fact this is the first
time that unified obligatory patent stan-
dards are established globally.

2 This also applies to WTO-members, that did
not join the WIPO treaty.

4 Multilateralisation of Western
Patent Protection Standards

Technical know-how is first of all a public

good, the benefit of which - once it has

been disclosed - everybody is entitled to.

With patent laws, however, technical

knowledge is practically privatised, since

the exclusive right of exploitation is tem-
porarily assigned to one (natural or legal)
person.

Patent protection has basically been
justified on four different lines of argu-
ments ("theses"), all of which however
have been heavily disputed in scientific
discourses (Machlup/Penrose 1950 and
Machlup 1958):

- the "natural law" thesis (a moral right
of the citizen to his intellectual prop-
erty)

- the "profit-incentive" thesis (a direct
incentive for R&D activities and to
stimulate innovation by means of
promising temporary  monopolistic
profits)

- the "reward" thesis (a just reward for
the inventor for the increase in welfare
brought about by his activities)

- the "exchange-for-secrets" thesis (the
Patent functions as a means of the dif-
fusion of knowledge: through the duty
to comprehensibly reveal the invention,
transparency in regard to the develop-
ment of current scientific research and
indirect incentives for innovation are
created).

According to the understanding influ-
enced by Europe and America, patentabil-
ity covers technical inventions, which are
new, based on inventive activity and are
commercially exploitable. This definition
is taken over by the TRIPs Agreement (art
27), which by its aims alone (art 7) can
generally be classified as mainly orientated
on the profit-incentive and natural law the-
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ses. This becomes clearly visible in the

patent-standards, with regard to which the

TRIPs agreement noticeably differs from

the until now authoritative WIPO-

agreements:

- The minimum duration of patent pro-
tection is internationally standardised
and, as is common in Western Euro-
pean countries, laid down to 20 years
(art 33).

- The rights of the patent holder include
the right to supply local markets by im-
port (art 27 I and 28 la), meaning that a
national patent cannot be revoked, re-
gardless of whether it is used domesti-
cally or not.

- Basically no traditional area of technol-
ogy may be excluded from patent pro-
tection (art. 27 I). This also applies to
micro-organisms, as well as non-
biological and microbiological proc-
esses (art 27 III). Countries are allowed
to exclude plants and animals as well as
the biological processes for the produc-
tion of these, but they must at least
protect plant varieties by an effective
sui generis system (art. 27 IlIb). Ex-
ceptions are also possible for therapeu-
tic methods of treating humans or ani-
mals (art 27 IIla). Finally, inventions
can be excluded from patentability, if
this is necessary for the protection of
security interests (art 73), ordre public,
morality or health or for the avoidance
of serious prejudice to the environment
(art 27 II).

These standards have created a demand
for legal action not only in most of the de-
veloping countries, but also in some devel-
oped countries. But the amount of altera-
tions necessary in the Western World is in
no way comparable with the far reaching
changes in the Southern countries that the
implementation of the TRIPs-standards

would cause. Critics fear, that with the
application of western patent protection the
developing countries would suffer eco-
nomic loss and their developmental poten-
tial would be curtailed in the long run
(Correa 1993). These fears are mirrored in
the let-out clauses, which were put into the
TRIPs Agreement mainly because of pres-
sure from developing countries: Article 8
allows to adopt measures, which are suit-
able or "necessary to protect public health
and nutrition and to promote the public
interest in sectors of vital importance to
their socio-economic and technological
development" and to "prevent the abuse of
intellectual property rights by right holders
or the resort to practices which unreasona-
bly restrain trade or adversely affect the
international transfer of technology". At
the moment, however, there is no concrete
interpretation of these protective clauses by
the panel-experts of the WTO. So far
twelve WTO disputes over intellectual
property protection occurred, but up to now
(March 1998) only two dispute panels have
been established. The only dispute so far
that was settled by a panel's decision (U.S.
versus India - patent protection for phar-
maceutical and agricultural chemical prod-
ucts) did not touch the exception clauses
mentioned above.3 As developing and tran-
sition economies have been allowed a tran-
sitional period of five years (art 65), it will
take some years before any dispute panel
will have to examine to which extent de-
veloping countries can recourse to the let-

3 The still active panel handles a EU-complaint
versus India also concerning the alleged ab-
sence of patent protection for pharmaceutical
and agricultural chemical products as well as
the alleged absence of a proper filing system for
patent applications. In all the remaining dispu-
tes - of which four were settled by mutual
agreement - only one involves a developing
country (Pakistan).
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out clauses of the TRIPs-Agreement.* Even
if the panel-experts’ future decisions, in
principle, would favour developing coun-
tries' concerns, the developing countries
could at best delay the transfer of western
standards a little further. As soon as a
broad interpretation of the let-out clauses
threatens to undermine the patent protec-
tion, the US and the EC can be expected to
negotiate a tightening of the protection
clauses during one of the scheduled revi-
sions of the TRIPs-Agreement.

The following chapter will try to sketch
the effects of the patent protection for the
southern countries obtained by the North.

5 Winners and Losers

After last century’s patent controversy the
scientific discourse over questions of inter-
national patent laws has long been domi-
nated almost exclusively by legal experts
and engineers. Economic as well as other
social sciences however, have addressed
this field briefly in the 50s and then again
only in the 1970s, concretely in the course
of the discussion about a new economic
world order and fair transfer of technology
(Primo Barga 1990: 69). During the TRIPs
negotiations the academic discussion over
a world wide patent protection was taken
up again and intensified since then. In this
discussion economists have concentrated

4 Different agreements were reached in respect to
certain chemical products: From the start de-
veloping countries are obliged to implement a
proper filing system of patent applications and
to temporarily grant exclusive marketing rights,
if the patentee (e.g. the product) meets certain
requirements (art. 70). This is why the US as
well as the EU could request a panel concerning
their disputes with India despite her status as a
developing country which qualifies her to delay
the  implementation of most TRIPS-
requirements untill the year 2000.

on patents’ functions to foster innovation
(profit-incentive thesis).

5.1 Incentive-to-invent or Rent-
Shifting?

From an incentive-theoretical point of view
the tightening of international patent pro-
tection increases world wide innovative
activity, since the diminishing of "head
start profits" ("pioneer profits") for inno-
vators by imitating competitors (of the
South) will be delayed. This innovation-
supportive effect can generally occur in all
countries (Primo Braga 1990:80). At pres-
ent, however, this effect will be exclusive
to the North, since almost all patentable
products and processes have been invented
by Western companies (Faust 1996:9),
which, different from countries in the
South, can rely on an ample supply of
capital as well as a large pool of technically
and scientifically highly qualified person-
nel. Regardless of this the South could
profit from the increase in innovative ac-
tivities indirectly (Fisch/Speyer 1995): In-
novations (by the North) are the basis for
the repetition of imitating and catching up
strategies by the developing countries.
Furthermore, the innovative activity in-
creases income in the North, which in turn
will be partially spend on products from
the South. Against this incentive-
theoretical view it is argued that there is no
positive empirical proof for a general con-
nection between R&D activities and patent
protection. This can at best be stated for a
few research intensive sectors like pharma-
ceutical and traditional chemistry, where
R&D expenditures are high but the costs of
copying are low (Primo Braga 1996:360).
In most fields, however, the "head-start
profits" are in any case high enough even
without patent protection, so that R&D
investments would pay for themselves. If
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this is the case, the international unification
of patent protection would have little inno-
vation-increasing effects, but rather mainly
result in a redistribution of wealth from the
South to the North: The South as a net-
importer of technology would have to pay
a larger amount of royalties to western in-
novators, its dependency on imports would
grow and consumer prices increase.

This very negative assessment of a
western style universal patent system and
its implications for the South certainly
bears some truth in it, but is has several
weaknesses. First, it is the result of a
largely static analysis. Second, it does not
differentiate between developing countries
of different economical and technological
levels.

5.2 Engine of Growth or Obstacle
to Development?

An increase in patent protection can well
result in impulses for growth in the devel-
oping countries in the medium or long run,
since it forces local companies to innovate
rather than to imitate. By consequence,
Southern pioneers will realise and be able
to temporarily guard "head-start profits"
(Primo Braga 1990:80). The requirements
for this (human and real capital), though,
can mostly be met in the wealthier devel-
oping countries and the emerging econo-
mies.>

> A number of those countries has tightened
regulations concerning the protection of intel-
lectual property by themselves anyway, at least
in those sectors of technology, where they are
innovative. India, which is marked by a gro-
wing software industry, for example, was one of
the first countries to protect software under co-
pyright law. As one of the largest movie factory
it was again India that demanded along with the
US a WIPO agreement for the protection of au-
diovisual products (Zeeb 1996:24).

For the technological policy of the re-
maining developing countries the import of
know-how and technological products will
still remain determinant. It is again dis-
puted, whether global unification of patent
protection will further or hinder the trans-
fer of technology into the South. On the
one hand negative effects are to be ex-
pected since the use of new foreign tech-
nologies might become more expensive or
the patent holder may not allow their utili-
sation. On the other hand an improvement
of patent protection in the South might lead
to an increase of technology inflows, for
which the Japanese post war experiences
are often cited as an example. Since for-
eign holders of intellectual property rights
will not any longer fear that their knowl-
edge is commercially exploited by local
producers without their consent (e.g.
through compulsory licensing), foreign
direct investments into the developing
countries as well as the licensing to com-
panies in the South might increase (Zeeb
1996: 25).

Several empirical studies have been at-
tempting to measure the degree of influ-
ence patent protection has on direct in-
vestment and transfer of technology. The
majority of these - in several ways insuffi-
cient - studies come to the result that there
is a positive, if very small correlation
(Primo Braga 1996:362). At the same time
experiences in several African developing
countries show, that the implementation of
an effective patent protection is by no
means sufficient to increase the flow of
investment and technology. Rather, patent
protection only seem to advance the trans-
fer of technology and capital if other major
and more important factors - such as quali-
fied labour, adequate infrastructure, macro-
economic and political stability - are al-
ready in place.
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All in all it may be safe to assume that
for some of the economically and techno-
logically more advanced developing coun-
tries overall benefits from international
patent protection could possibly exceed the
short term costs. But, for the remaining
developing countries, the immediate social
costs are first of all harder to take and it is
furthermore quite uncertain at what time
will possibly occur and whether these fu-
ture profits would in any way be sufficient
to compensate for the short-term costs.

At first this question appears irrelevant
to the LDCs, since the TRIPs Agreement
has provided them a very generous transi-
tional period (art 66) as well as promised
them technical and financial support to a
certain extent (art 67). On closer inspection
though, LDCs might suffer welfare losses
due to the effects that the TRIPs Agree-
ment has on international competition and
the functioning of the world markets, irre-
spective of the poorest countries' own pat-
ent laws and patent law enforcement.

5.3 Patents and International
Competition

Stronger international patent protection
may be expected to cause a rise of the
world-market prices for innovative con-
sumers and investment goods at least in the
short and mid run, since the intensity of
competition on the world market will be
decreased at first. The increase in prices
will be the higher, the less competition of
substitute goods there is and the lower
price-elasticity of demand is. Generally,
consumers in every country will be af-
fected by the price increase (Maskus
1990:403). The loss in consumers' surplus
in the (potentially) technology exporting
industrialised and emerging economies will
be accompanied by a growth of producers'
surplus and/or the reduction of research

subsidies, so that on balance overall gains
in welfare are possible. Whereas the net
result 1s almost definitely negative in the
case of the poorer developing countries
which lack the national economic potential
for the invention and commercialisation of
patentable prodncts and hence will hardly
experience a significant increase of pro-
ducers' surplus.

Besides these distributional effects the
resulting price increases might point to
some undesirable allocative effects if they
exceed the margin considered as a neces-
sary incentive to invent or the margin that
seems adequate to compensate for other-
wise not performed R&D expenditure. In
other words, worldwide patent protection
becomes quite problematic, if it leads to an
abuse of market dominance by the right
holder which reveals itself among others in
overpriced products. To prevent this abuse
of an dominant market position and other
unfair business practices of patent holders,
an effective antitrust policy appears neces-
sary. The TRIPs Agreement in these cases
allows for the limitation of exclusive rights
of the patent holder by the respective states
(art 8 and 3lc). For example, if a right
holder can be proven to supply a local
market at excessive prices or not at all, or
if he links supplying to trade restraints, the
respective state is entitled to compulsory
licensing in order to enable third parties to
utilise the patented invention and/or to
supply the domestic markets with the pat-
ented products in question.

This measure may allow, if used conse-
quently by all countries, to noticeably re-
duce the unfair abuse of intellectual prop-
erty rights world-wide. Firstly this presup-
poses that all governments are interested in
doing so. Secondly the countries must have
at their disposal the means to control trans-
national companies as well as the requisite
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institutional and economic infrastructure.
In fact these prerequisites are often not
given. This shortcoming could be coun-
tered by obligatory and efficient interna-
tional regulations against private restraints
of competition. At a domestic level, most
industrialised already have linked their
patent and antitrust law, but in fact only the
US laws provide for punishment of abuse
of patents in foreign countries. If a corre-
sponding international policy regarding
unfair trade practices would be made com-
pulsory, the international abuse of patents
would be counteracted not only by the im-
porting countries, but also by the exporting
(developed) countries.

5.4 Patents and Free-Trade

Many developing countries fear that im-
ports from the South will be prohibited
from the markets of the North on the
grounds of a supposed failure to comply
with international patent regulations in the
exporting country (Correa 1993). This
claim may be justified on one side, but on
the other it is especially the integration of
patent protection into the regulations of the
free-trade oriented WTO and its settlement
mechanisms that afford the respective
countries some protection from arbitrary
trade restrictions by other states. Whether
this evaluation comes true will best be seen
in the case of the future US policy on in-
tellectual property rights. Since the estab-
lishment of the TRIPs Agreement the US
government has more or less restrained
from unilateral trade sanctions against
countries that do not comply with intellec-
tual property rights standards (except the
threat against China which is not a member
of the WTO). Instead they brought con-
flicts to the WTO's dispute settlement
mechanism and it is to be seen whether
they will continue to use and accept the

WTO as the forum to solve all trade-
related intellectual property rights con-
flicts.

5.5. Weaknesses of the
"Economistic" View

The "economistic" approach to the TRIPs
agreement primarily focuses on the "incen-
tive-to-invent argument” for the patent
system and its transferability to a global
scale. This approach shows several flaws.
One of these flaws is the missing empirical
evidence, that patents are first best to pro-
mote innovation on a national level, let
alone on the international level. Unsur-
prisingly neither empirical studies nor
purely theoretical analyses led to definite
results regarding the implications of the
TRIPs standards on the South. Further-
more, technological progress is defined as
a goal in itself without questioning or at
least discussing this assumption (Silber-
stein 1994:158). But most importantly the
traditional, incentive-theoretical approach
can only cover parts of the North-South
dimensions in international patent regula-
tions. Among other factors, the effects of
world wide patent (and copyright) regula-
tions on the culture, social structure and
natural environment of non-western socie-
ties is neglected.

6 Patent Protection and Bio-
technology

The controversial implications of a tight-
ening of international patent regulations for
the South can be perceived especially well
in the polarised discussions over the TRIPs
agreement in the biotechnological sector.
For this reason the field of biotechnology
and the linked questions of biodiversity,
with their rising economic importance, are
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useful as a focus for the more general
strands of discussion described above.
World wide implementation of western
models of intellectual property on the sec-
tor of biotechnology was one of the most
disputed issues during the TRIPs negotia-
tions.

There are two main reasons for that:

- There is no consent over the question of
which processes and products are pat-
entable.

- The attempt of renewing the regulations
in the area of biotechnology touches on
a conflict that goes on already for over
30 years regarding the rights to plant-
genetic resources.

6.1 Patentability

Central to the debate about the patentabil-
ity of biotechnology is the question
whether biotechnological processes and
products constitute as inventions and are
thus patentable, or whether they are not
rather to be treated as discoveries. For ex-
ample, biotechnological (meaning micro-
biological and biochemical) processes are
patentable, but classical methods of
breeding plants are not, even though the
goal of both of these methods, namely the
breeding of more productive plant varie-
ties, can be the same. The patentabilty is
also in question in regards to products of
biotechnological processes: Generally plant
and animal species are not patentable.t
Genes, animal and plant cells, micro-

6 All the same, patents for species have already
been applied for and temporarily granted:
Agracetus applied for a patent for transgenetic
cotton. If the patent had been granted all produ-
cers of genetically engineered cotton would
have been forced to pay licence fees. Since this
would have inhibited research too much, the
patent  was  revoked  (McNally/Wheale
1996:224).

organism and plant components on the
other hand may be patented, even though
they were not transformed but only iso-
lated.

Until now patent protection for altered
plants and animals exists to some extent in
Japan and Europe’, but particularly in the
United States, where the first biotech-
nologically altered organism was patented
in 1980. Since then large numbers of appli-
cation for patents have been submitted and
additionally, the frame for patentability has
been widened (Knerr 1996:89). Currently
the largest expansion has been caused by
the TRIPs agreement, since all signatory
states are now forced to either introduce a
system of patenting regarding biotechno-
logical processes and products or establish
an efficient sui generis system or a combi-
nation of both (TRIPs art 27 III).

That the signatory countries have this
choice can be seen as a success for the ob-
jections made by the developing countries
against the northern countries' attempt to
dictate patent regulations: The first TRIPs
agreement still planned to make altered
animals and plants patentable world-wide
(McNally/Wheale 1996:224).

6.2 Property rights in the Agrarian
Sector

The area of plant breeding, one of the main
areas for the usage of biotechnology, has
always been characterised by conflicts. The
major disagreement occurs with regard to

7 Quite recently the European Union's Commis-

sion and the European Parliament after years of
discussion finally reached agreement on a di-
rective concerning the legal protection of bio-
technological inventions. Apart from other is-
sues, the Parliament insisted that animal races
and plant varities will be excluded from paten-
tability and on a better definition of the farmer's
privilege (Commission of the European
Commssion 1997).
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the protection and the access to plant ge-
netic resources, meaning the vegetative
genepool. Even if it is of importance in
traditional cultivation in the form of cross-
breeding, it is a central aspect of biotech-
nological research, since genes form the
basic material of modern biotechnology.

Because of the specific use of plant ge-
netic resources in the processes of modern
biotechnology these genes, but also bio-
logical diversity® in general, play a leading
role. Added to that is the fact, that biologi-
cal diversity on the one hand and biotech-
nological activities on the other are distrib-
uted most unevenly between the world's
economic regions: Almost 90% of the
biodiversity are located in the Asian and
Latin American developing countries,
mainly in the tropical rainforests. Biotech-
nology on the other hand is almost exclu-
sively a domain of the developed countries.
This distribution has temporarily been seen
as a chance for the developing countries:
They could receive modern technology in
return for biodiversity (McNally/Wheale
1996:225).

Up to now, the conflict about plant ge-
netic resources has been quite controversial
because of the differing interests of north-
ern and southern countries especially in the
1980s and led to several partially contra-
dictory international regulatory attempts.
The two most important regulations, the
UPOV? agreement signed 1961 and the

8 Biodiversity includes the diversity of genes,
species and eco-systems. For the breeding and
cultivation of plants genetical diversity is of
primary importance to allow the isolation and
introduction of qualities of uncultivated into
cultivated plants. For the pharmaceutical indu-
stry on the other hand, the diversity of species
is of greater consequence, since it is hoped that
new health-improving or health preserving sub-
stances could be discovered.

(el

UPOV: Union international pour la Protection
des Obtentions Végétales

1983 Undertaking are typical for the op-
posing concepts. The UPOV is aimed at
co-ordinating the legal regulations of its
members by granting property rights to the
breeders. This means that a grower, as a
single identifiable person, is able to seek
protection for a cultivated species that is
new, uniform, stable and clearly distinct
from other plant species. The breeder then
is granted a temporal monopoly for the
reproduction and trading of this protected
species. Originally the UPOV agreement
included the "farmers' privilege", which
allows them to reuse seeds yielded by the
harvest in the next season, and the
"breeder's privilege". The latter allows
breeders to develop their own variations
from protected species and in turn apply
for their protection if necessary. These
privileges however have been abolished in
the last change of the UPOV treaty in
1991.

UPOV's concept, which concentrates on
the rights of the breeders and cultivators,
came under heavy criticism by the devel-
oping countries especially during the con-
ferences of the "Food and Agricultural Or-
ganization" (FAO) of the UN. The devel-
oping countries argued among other things,
that the definition of what is a "protect-
able" species was formed by the North.
The UPOV criteria did not cover tradi-
tional local races ("landraces") which were
mainly cultivated in the South and thus,
many of the Southern genetic assets were
excluded from UPOV protection (Rem-
bold/Swaminathan 1995:122).10 Another

10 Landraces are characterized by the fact, that
they are well known and have been used for a
long time. Even today landraces are still plan-
ted, though large parts were wiped out during
and by the green revolution. One of the most
critical aspects of the lack of effective protec-
tion mechanism for landraces results from the
fact that landraces themselves often form the
initial basis for biotechnological research.
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criticism touches the behaviour of Western
companies and the activities of the mostly
Nothern controlled "international" agrarian
research institutes. Very often they would
use the genetic resources of the South for
the development of new species without
paying, but then in turn they would expen-
sively sell the resulting seeds to the devel-
oping countries. The developing countries
as a matter of fact received no compensa-
tion for the supply of genetic resources.

The differing positions of the North and
the South led to the adoption of the "Inter-
national Undertaking on Plant Genetic Re-
sources" that has been negotiated under the
roof of the FAO. The Undertaking though
has no binding power in terms of interna-
tional law. The Undertaking stresses, that
all plant genetic resources (including those
of species resulting from conservation and
cultivation) constitute a common heritage
of mankind and should thus be preserved
and freely available. The developing coun-
tries should furthermore be enabled to use
their diversity on their own (Margulies
1993:328).

Additionally, in a revised version of the
undertaking the concept of farmers' rights
was brought into the debate by developing
countries.!! Farmers' rights cede to the
farmers a collective right of ownership,
since they did not only preserve the plant
genetic resources throughout times, but
also put them at everyone's disposal (Flit-
ner 1995:197). The Convention on Bio-
logical Diversity, signed in Rio 1992, ad-
dresses this North-South controversy. It
draws a reciprocity between genetic re-
sources (from the South) and biotechnol-

11 This term, which was discussed at the second
conference of the Commision of Plant Genetic
Reources in 1983 for the first time, was not
established in the Underatking until 1989 (Flit-
ner 1995:197).

ogy (from the North) and provides for a
fair share of profits coming out of the use
of biodiversity. The convention, however,
remained unclear about the relation be-
tween keeping or strengthening of patent
protection and the free exchange of tech-
nologies and genetic resources (Flitner
1995:242).

6.3 Patenting Biotechnology: An
Ambivalent Assessment

As in most other sectors, the global intro-
duction of patents in the field of biotech-
nology is mainly discussed on the grounds
of the profit-incentive thesis for patent
protection that was mentioned above. It is
assumed that patent or similar protection in
the field of biotechnology will intensify
independent biotechnological research and
development in the developing countries.
Furthermore, a transfer of technology from
the North to the South can be expected,
from which the developing countries
would benefit (Moufang 1995:118). An-
other positive aspect would be increasing
incentives to improve protection of biodi-
versity, which can be regarded as the basic
input of the biotechnological industry.
Since the South with its richness in
biodiversity as well as the North with its
biotechnology would have "something to
offer" to one another, a profitable exchange
of biotechnology and biodiversity for both
sides can be expected. This reciprocal re-
lationship between biotechnology and
biodiversity is most often illustrated with
the example of the Costa Rican private
institute INBio and the US company
Merck: INBio provides Merck with bio-
chemical extracts of plants, insects and
micro-organisms from domestic nature
reserves, which Merck is allowed to patent
and exploit exclusively. In return, Merck
pays the amount of 1.1 million US$ for a
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period of two years. Additionally Merck
guarantees a share of the license fees
earned from the patent-contracts to INBio.
INBio in turn then promised to pay half of
the fees to national parks (Flitner
1995:253). Preservation of nature would
thus be a result of patent protection.

Critics of the patenting of biotechnology
would not share these expectations. They
doubt that there will be a transfer of tech-
nology between North and South, since the
transnational biotechnological companies
would not be willing to export capital in-
tensive technologies if there is no direct
profit in doing so.

However, the main point is that only
those new types of breeded plants or in-
ventions would be patentable that suffice
the criteria dictated by the North. Indige-
nous or local knowledge and types of
plants derived from that could thus not
gain any patent protection, since a single
breeder could seldom be pinpointed, the
cultivation would be developed over dec-
ades and the property rights were tradition-
ally collective (Shiva 1996:122).

The TRIPs agreement is further criti-
cised for failing to offer regulations for the
remuneration or compensation of those that
preserve biodiversity (Mugabe et al.
1996:10). It is also faulted for the fact, that
indigenous populations may be excluded
from the utilisation of traditionally used
plants by the patent regulations: Indian
farmers for example protested against the
patenting of an insecticide obtained from
the seeds of the Neem tree, since they
feared to be excluded from using this tree,
known to them for centuries. They also
feared a sharp increase in prices for prod-
ucts derived from the Neem tree which
would hinder them from using Neem prod-
ucts, even if the patent was not valid in
India itself (Sharma 1995:11).

Finally TRIPs could lead to a accumu-
lation of patents and by this promote mar-
ket concentration (Knerr 1995:89), since
today the development of transgenetic
plants always touches various patents.

6.4 Sui Generis System as an Al-
ternative?

Since the connection between patent regu-
lations and biotechnology poses a special
problem for the developing countries, the
WTO countries have agreed to allow for
the introduction of a sui generis system as
an alternative to patenting. These sui gene-
ris laws have to be established by January
2000, a review of the sui generis option
will be in 1999 (Seiler 1998). For many
industrialised countries this in turn means,
that the UPOV agreements for the protec-
tion of plant species - including biotech-
nologically developed ones - will be con-
verted into action.

At closer inspection the UPOV however
fails to distinguish itself from patent regu-
lations, because, since the farmer's and
breeder's privileges have been abolished
the protection of plant species is nearly as
strict as it would be with patent laws. Since
the UPOV regulations pose no real alter-
native to patent laws, several developing
countries search for an alternative sui
generis  system. Supported by non-
governmental organisations (NGOs) they
aim to develop a sui generis system, which
pays much more attention to the concept of
farmers' rights. It is, in fact, doubtful
whether such alternative systems can in-
deed be developed and whether they would
work effectively. It is furthermore unclear
if the developed countries would accept
such an alternative system, that stresses
farmers' rights, as sufficient to the obliga-
tions the TRIPs agreement poses on the
signatory member states.



16

TANJA BRUHL/MARGARETA E. KULESSA

7 From Multilateral Trade Policy
to Multifunctional Patent
Policy?

The TRIPs Agreement is a crucial step
towards the implementation of globally
binding patenting standards in general as
well as for the sector of biotechnology.
Even if some critics regard a turning back
to be desirable, this matter of concern can
be judged as politically unrealistic, espe-
cially in the light of economic globalisation
and current technological developments.

In our view this leads to the question
whether any theoretical and political ap-
proaches are available in order to more
comprehensively account for the North-
South dimension of patent regulations than
the innovation oriented theory alone is able
to. For this purpose it seems advisable to
widen the "profit-incentive" argument for
patent protection, to include other argu-
ments as well and to question the western
concept of patentability.

7.1 Arguments for Patent Systems

According to the natural-law argument for
a patent system the protection of individual
property rights by the state constitutes a
civil right.!2 The "natural-rights thesis" of
patent protection is thus based on individu-
alism and (implicitly) builds on the concept
of a market style economy, which is char-
acterised by private property of the means
of production. Even though the universali-
sation of these values and principles re-
mains disputable, they offer, though with
some reservations, a ground to legitimate

12 Politicians in the US have in times gone so far
as to call the violation of intellectual property
rights a human rights issue (Neue Zuericher
Zeitung, Oct. 7th 1988:16).

certain standards for the international pro-
tection of intellectual property. However, it
appears especially problematic, that the
initial distribution of knowledge, which
poses a central issue for the North-South
discussion, is seen as an exogenous date in
the concept of "natural law" and deduced
theories. Apart from that, the "natural-law
approach" leaves little room for thoughts
about general welfare issues, which are of
prime importance in development politics.

The "profit-incentive approach" to the
patent system which encompasses the con-
flict between patent protection and free
competition is able to bridge some of these
gaps. Its findings translate into the limited
duration of patent protection and into the
restriction of intellectual property rights as
soon as they lead to uncompetitive busi-
ness practices. Though this approach is
limited to innovative activities in the tech-
nological sense. If the community of states
were interested in granting intellectual
property rights to those other categories of
knowledge, that add to the common good
and are possibly not directly commercially
exploitable by the "discovering" or "pre-
serving" persons (e.g. biodiversity), the
"reward thesis" would offer a possible rea-
son for this: The assigned right holders
would share in the profits that result from
the subsequent utilisation of the respective
product they preserved.

7.2 The Western Concept of
Patentability

The criteria of the technological invention
is aimed towards activities that can be
found in industrialised or transition coun-
tries and increasingly in emerging econo-
mies as well, but rarely appear in the re-
maining developing countries. Smaller,
less technologically demanding mechanical
inventions, as they can be more frequently
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found in the developing countries are not
protected under the TRIPs agreement, even
though the model of "petty patents" would
have been available (Ullrich 1989:153).
The natural and cultural wealth of many
developing countries is furthermore seldom
"new" and can thus hardly be invented, but
at best be discovered, as has been exempli-
fied with the discussion on landraces and
farmers' rights. Finally many cultural and
natural goods are characterised by the fact
that they are neither private property nor in
strict terms commercially exploitable. In-
stead they often resemble public goods.
But to this it must be added that the lack of
clear cut property rights and of commercial
exploitability of a (material or immaterial)
good could be removed by a definite as-
signment of property rights. In other words,
the question, whether or not a certain cate-
gory of knowledge falls under the system
of intellectual property protection is not
merely a technical, but foremost a political
issue.
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Annex

AGREEMENT ON TRADE-RELATED
ASPECTS OF INTELLECTUAL
PROPERTY RIGHTS
(selected provisions)

PART I GENERAL PROVISIONS
AND BASIC PRINCIPLES

PART IISTANDARDS CONCERNING
THE AVAILABILITY, SCOPE
AND USE OF INTELLECTUAL
PROPERTY RIGHTS

PART III ENFORCEMENT OF
INTELLECTUAL PROPERTY
RIGHTS

PART IV ACQUISITION AND
MAINTENANCE OF
INTELLECTUAL PROPERTY
RIGHTS AND RELATED
INTER-PARTES PROCEDURES

PART V DISPUTE PREVENTION AND
SETTLEMENT

PART VI TRANSITIONAL
ARRANGEMENTS

PART VII INSTITUTIONAL
ARRANGEMENTS; FINAL
PROVISIONS

Members,

Desiring to reduce distortions and
impediments to international trade, and
taking into account the need to promote
effective and adequate protection of intel-
lectual property rights, and to ensure that
measures and procedures to enforce intel-
lectual property rights do not themselves
become barriers to legitimate trade;

Recognizing, to this end, the need
for new rules and disciplines concerning:

(a) the applicability of the basic princi-
ples of GATT 1994 and of relevant inter-
national intellectual property agreements or
conventions;

(b)  the provision of adequate standards
and principles concerning the availability,
scope and use of trade-related intellectual

property rights;

©) the provision of effective and ap-
propriate means for the enforcement of
trade-related intellectual property rights,
taking into account differences in national
legal systems;

(d)  the provision of effective and expe-
ditious procedures for the multilateral pre-
vention and settlement of disputes between
governments; and

(e) transitional arrangements aiming at
the fullest participation in the results of the
negotiations;

Recognizing the need for a multi-
lateral framework of principles, rules and
disciplines dealing with international trade
in counterfeit goods;
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Recognizing that intellectual prop-
erty rights are private rights;

Recognizing the underlying public
policy objectives of national systems for
the protection of intellectual property, in-
cluding developmental and technological
objectives;

Recognizing also the special needs
of the least-developed country Members in
respect of maximum flexibility in the do-
mestic implementation of laws and regula-
tions in order to enable them to create a
sound and viable technological base;

Emphasizing the importance of
reducing tensions by reaching strengthened
commitments to resolve disputes on trade-
related intellectual property issues through
multilateral procedures;

Desiring to establish a mutually
supportive relationship between the WTO
and the World Intellectual Property Or-
ganization (referred to in this Agreement as
"WIPO") as well as other relevant interna-
tional organizations;

Hereby agree as follows:

PARTI

GENERAL PROVISIONS AND BASIC
PRINCIPLES

Article 1
Nature and Scope of Obligations

1. Members shall give effect to the
provisions of this Agreement. Members
may, but shall not be obliged to, implement

in their law more extensive protection than
is required by this Agreement, provided
that such protection does not contravene
the provisions of this Agreement. Mem-
bers shall be free to determine the appro-
priate method of implementing the provi-
stons of this Agreement within their own
legal system and practice.

2. For the purposes of this Agreement,
the term "intellectual property" refers to all
categories of intellectual property that are
the subject of Sections 1 through 7 of Part
II.

3. Members shall accord the treatment
provided for in this Agreement to the na-
tionals of other Members."> In respect of
the relevant intellectual property right, the
nationals of other Members shall be under-
stood as those natural or legal persons that
would meet the criteria for eligibility for
protection provided for in the Paris Con-
vention (1967), the Berne Convention
(1971), the Rome Convention and the
Treaty on Intellectual Property in Respect
of Integrated Circuits, were all Members of
the WTO members of those conventions.'*

" When "nationals" are referred to in this Agree-

ment, they shall be deemed, in the case of a se-
parate customs territory Member of the WTO,
to mean persons, natural or legal, who are do-
miciled or who have a real and effective indu-
strial or commercial establishment in that cu-
stoms territory.

In this Agreement, "Paris Convention" refers to
the Paris Convention for the Protection of Indu-
strial Property; "Paris Convention (1967)" re-
fers to the Stockholm Act of this Convention of
14 July 1967. "Berne Convention" refers to the
Berne Convention for the Protection of Literary
and Artistic Works; "Berne Convention
(1971)" refers to the Paris Act of this Conven-
tion of 24 July 1971. "Rome Convention" re-
fers to the International Convention for the
Protection of Performers, Producers of Phono-
grams and Broadcasting Organizations, adopted
at Rome on 26 October 1961. "Treaty on In-
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Any Member availing itself of the possi-
bilities provided in paragraph 3 of Article 5
or paragraph 2 of Article 6 of the Rome
Convention shall make a notification as
foreseen in those provisions to the Council
for Trade-Related Aspects of Intellectual
Property Rights (the "Council for TRIPS™).

Article 2
Intellectual Property Conventions

1. In respect of Parts II, III and IV of
this Agreement, Members shall comply
with Articles 1 through 12, and Article 19,
of the Paris Convention (1967).

2. Nothing in Parts I to IV of this
Agreement shall derogate from existing
obligations that Members may have to each
other under the Paris Convention, the
Berne Convention, the Rome Convention
and the Treaty on Intellectual Property in
Respect of Integrated Circuits.

Article 3
National Treatment

1. Each Member shall accord to the
nationals of other Members treatment no
less favourable than that it accords to its
own nationals with regard to the protec-
tion'> of intellectual property, subject to

tellectual Property in Respect of Integrated Cir-
cuits" (IPIC Treaty) refers to the Treaty on In-
tellectual Property in Respect of Integrated Cir-
cuits, adopted at Washington on 26 May 1989.
"WTO Agreement" refers to the Agreement
Establishing the WTO.

For the purposes of Articles 3 and 4, "protec-
tion" shall include matters affecting the availa-
bility, acquisition, scope, maintenance and en-
forcement of intellectual property rights as well
as those matters affecting the use of intellectual

the exceptions already provided in, respec-
tively, the Paris Convention (1967), the
Berne Convention (1971), the Rome Con-
vention or the Treaty on Intellectual Prop-
erty in Respect of Integrated Circuits. In
respect of performers, producers of phono-
grams and broadcasting organizations, this
obligation only applies in respect of the
rights provided under this Agreement. Any
Member availing itself of the possibilities
provided in Article 6 of the Berne Con-
vention (1971) or paragraph 1(b) of Article
16 of the Rome Convention shall make a
notification as foreseen in those provisions
to the Council for TRIPS.

2. Members may avail themselves of
the exceptions permitted under
paragraph 1 in relation to judicial
and administrative procedures, in-
cluding the designation of an ad-
dress for service or the appointment
of an agent within the jurisdiction
of a Member, only where such ex-
ceptions are necessary to secure
compliance with laws and regula-
tions which are not inconsistent
with the provisions of this Agree-
ment and where such practices are
not applied in a manner which
would constitute a disguised re-
striction on trade.

Article 4
Most-Favoured-Nation Treatment

With regard to the protection of
intellectual property, any advantage, fa-
vour, privilege or immunity granted by a
Member to the nationals of any other
country shall be accorded immediately and

property rights specifically addressed in this
Agreement.
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unconditionally to the nationals of all other
Members. Exempted from this obligation
are any advantage, favour, privilege or
immunity accorded by a Member:

(a) deriving from international agree-
ments on judicial assistance or law en-
forcement of a general nature and not par-
ticularly confined to the protection of in-
tellectual property;

(b)  granted in accordance with the pro-
visions of the Berne Convention (1971) or
the Rome Convention authorizing that the
treatment accorded be a function not of
national treatment but of the treatment ac-
corded in another country;

(c) in respect of the rights of perform-
ers, producers of phonograms and broad-
casting organizations not provided under
this Agreement;

(d) deriving from international agree-
ments related to the protection of intellec-
tual property which entered into force prior
to the entry into force of the WTO Agree-
ment, provided that such agreements are
notified to the Council for TRIPS and do
not constitute an arbitrary or unjustifiable
discrimination against nationals of other
Members.

Article 5

Multilateral Agreements on Acquisition or
Maintenance of Protection

The obligations under Articles 3
and 4 do not apply to procedures provided
in multilateral agreements concluded under
the auspices of WIPO relating to the acqui-
sition or maintenance of intellectual prop-
erty rights.

Article 6
Exhaustion

For the purposes of dispute settle-
ment under this Agreement, subject to the
provisions of Articles 3 and 4 nothing in
this Agreement shall be used to address the
issue of the exhaustion of intellectual

property rights.

Article 7
Objectives

The protection and enforcement of
intellectual property rights should contrib-
ute to the promotion of technological inno-
vation and to the transfer and dissemina-
tion of technology, to the mutual advantage
of producers and users of technological
knowledge and in a manner conducive to
social and economic welfare, and to a bal-
ance of rights and obligations.

Article 8
Principles

l. Members may, in formulating or
amending their laws and regulations, adopt
measures necessary to protect public health
and nutrition, and to promote the public
interest in sectors of vital importance to
their socio-economic and technological
development, provided that such measures
are consistent with the provisions of this
Agreement.

2. Appropriate measures, provided
that they are consistent with the provisions
of this Agreement, may be needed to pre-
vent the abuse of intellectual property
rights by right holders or the resort to
practices which unreasonably restrain trade



24

TANJA BRUHL/MARGARETA E. KULESSA

or adversely affect the international trans-
fer of technology.

PARTII

STANDARDS CONCERNING THE
AVAILABILITY, SCOPE AND USE OF
INTELLECTUAL PROPERTY RIGHTS

SECTION 1: COPYRIGHT AND
RELATED RIGHTS
Article 9 - Artcle 14 (..)

SECTION 2: TRADEMARKS
Article 15 - Article 21 (...)

SECTION 3: GEOGRAPHICAL
INDICATIONS

Article 22 - Article 24

SECTION 4: INDUSTRIAL DESIGNS
Article 25 - Article 26

SECTION 5: PATENTS

Article 27
Patentable Subject Matter

1. Subject to the provisions of para-
graphs 2 and 3, patents shall be available
for any inventions, whether products or
processes, in all fields of technology, pro-
vided that they are new, involve an inven-
tive step and are capable of industrial ap-
plication.'® Subject to paragraph 4 of Arti-
cle 65, paragraph 8 of Article 70 and para-
graph 3 of this Article, patents shall be
available and patent rights enjoyable with-
out discrimination as to the place of inven-
tion, the field of technology and whether
products are imported or locally produced.

2. Members may exclude from patent-
ability inventions, the prevention within
their territory of the commercial exploita-
tion of which is necessary to protect ordre
public or morality, including to protect
human, animal or plant life or health or to
avoid serious prejudice to the environment,
provided that such exclusion is not made
merely because the exploitation is prohib-
ited by their law.

3. Members may also exclude from
patentability:

(a) diagnostic, therapeutic and surgical
methods for the treatment of humans or
animals;

(b) plants and animals other than mi-
cro-organisms, and essentially biological

For the purposes of this Article, the terms "in-
ventive step” and "capable of industrial appli-
cation" may be deemed by a Member to be
synonymous with the terms "non-obvious" and
"useful” respectively.
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processes for the production of plants or
animals other than non-biological and mi-
crobiological processes. However, Mem-
bers shall provide for the protection of
plant varieties either by patents or by an
effective sui generis system or by any
combination thereof. The provisions of
this subparagraph shall be reviewed four
years after the date of entry into force of
the WTO Agreement.

Article 28
Rights Conferred

1. A patent shall confer on its owner
the following exclusive rights:

(a) where the subject matter of a patent
is a product, to prevent third parties not
having the owner’s consent from the acts
of: making, using, offering for sale, selling,
or importing'’ for these purposes that
product;

(b)  where the subject matter of a patent
is a process, to prevent third parties not
having the owner’s consent from the act of
using the process, and from the acts of:
using, offering for sale, selling, or import-
ing for these purposes at least the product
obtained directly by that process.

2. Patent owners shall also have the
right to assign, or transfer by succession,
the patent and to conclude licensing con-
tracts.

"7 This right, like all other rights conferred under

this Agreement in respect of the use, sale, im-
portation or other distribution of goods, is sub-
Ject to the provisions of Article 6.

Article 29
Conditions on Patent Applicants

1. Members shall require that an ap-
plicant for a patent shall disclose the in-
vention in a manner sufficiently clear and
complete for the invention to be carried out
by a person skilled in the art and may re-
quire the applicant to indicate the best
mode for carrying out the invention known
to the inventor at the filing date or, where
priority is claimed, at the priority date of
the application.

2. Members may require an applicant
for a patent to provide information con-
cerning the applicant’s corresponding for-
eign applications and grants.

Article 30
Exceptions to Rights Conferred

Members may provide limited ex-
ceptions to the exclusive rights conferred
by a patent, provided that such exceptions
do not unreasonably conflict with a normal
exploitation of the patent and do not unrea-
sonably prejudice the legitimate interests of
the patent owner, taking account of the
legitimate interests of third parties.

Article 31
Other Use Without Authorization of the
Right Holder

Where the law of a Member allows
for other use'® of the subject matter of a
patent without the authorization of the
right holder, including use by the govern-
ment or third parties authorized by the

' "Other use" refers to use other than that allowed

under Article 30.
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government, the following provisions shall
be respected:

(a) authorization of such use shall be
considered on its individual merits;

(b)  such use may only be permitted if],
prior to such use, the proposed user has
made efforts to obtain authorization from
the right holder on reasonable commercial
terms and conditions and that such efforts
have not been successful within a reason-
able period of time. This requirement may
be waived by a Member in the case of a
national emergency or other circumstances
of extreme urgency or in cases of public
non-commercial use. In situations of na-
tional emergency or other circumstances of
extreme urgency, the right holder shall,
nevertheless, be notified as soon as rea-
sonably practicable. In the case of public
non-commercial use, where the govern-
ment or contractor, without making a pat-
ent search, knows or has demonstrable
grounds to know that a valid patent is or
will be used by or for the government, the
right holder shall be informed promptly;

(c) the scope and duration of such use
shall be limited to the purpose for which it
was authorized, and in the case of semi-
conductor technology shall only be for
public non-commercial use or to remedy a
practice determined after judicial or ad-
ministrative process to be anti-competitive;

(d) such use shall be non-exclusive;

(e) such use shall be non-assignable,
except with that part of the enterprise or
goodwill which enjoys such use;

H any such use shall be authorized
predominantly for the supply of the do-

mestic market of the Member authorizing
such use;

(2) authorization for such use shall be
liable, subject to adequate protection of the
legitimate interests of the persons so
authorized, to be terminated if and when
the circumstances which led to it cease to
exist and are unlikely to recur. The com-
petent authority shall have the authority to
review, upon motivated request, the con-
tinued existence of these circumstances;

(h)  the right holder shall be paid ade-
quate remuneration in the circumstances of
each case, taking into account the eco-
nomic value of the authorization;

)] the legal validity of any decision
relating to the authorization of such use
shall be subject to judicial review or other
independent review by a distinct higher
authority in that Member;

) any decision relating to the remu-
neration provided in respect of such use
shall be subject to judicial review or other
independent review by a distinct higher
authority in that Member;

(k) Members are not obliged to apply
the conditions set forth in subparagraphs
(b) and (f) where such use is permitted to
remedy a practice determined after judicial
or administrative process to be anti-
competitive. The need to correct anti-
competitive practices may be taken into
account in determining the amount of re-
muneration in such cases. Competent
authorities shall have the authority to ref-
use termination of authorization if and
when the conditions which led to such
authorization are likely to recur;
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D where such use is authorized to
permit the exploitation of a patent ("the
second patent") which cannot be exploited
without infringing another patent ("the first
patent"), the following additional condi-
tions shall apply:

(1) the invention claimed in the second
patent shall involve an important technical
advance of considerable economic signifi-
cance in relation to the invention claimed
in the first patent;

(i))  the owner of the first patent shall be
entitled to a cross-licence on reasonable
terms to use the invention claimed in the
second patent; and

(iii)  the use authorized in respect of the
first patent shall be non-assignable except
with the assignment of the second patent.

Article 32
Revocation/Forfeiture

An opportunity for judicial review
of any decision to revoke or forfeit a patent
shall be available.

Article 33
Term of Protection

The term of protection available
shall not end before the expiration of a
period of twenty years counted from the
filing date."
Article 34

' It is understood that those Members which do

not have a system of original grant may provide
that the term of protection shall be computed
from the filing date in the system of original
grant.

Process Patents: Burden of Proof

1. For the purposes of civil proceed-
ings in respect of the infringement of the
rights of the owner referred to in paragraph
1(b) of Article 28, if the subject matter of a
patent is a process for obtaining a product,
the judicial authorities shall have the
authority to order the defendant to prove
that the process to obtain an identical
product is different from the patented proc-
ess. Therefore, Members shall provide, in
at least one of the following circumstances,
that any identical product when produced
without the consent of the patent owner
shall, in the absence of proof to the con-
trary, be deemed to have been obtained by
the patented process:

(a) if the product obtained by the pat-
ented process is new;

(b) if there is a substantial likelihood
that the identical product was made by the
process and the owner of the patent has
been unable through reasonable efforts to
determine the process actually used.

2. Any Member shall be free to pro-
vide that the burden of proof indicated in
paragraph 1 shall be on the alleged in-
fringer only if the condition referred to in
subparagraph (a) is fulfilled or only if the
condition referred to in subparagraph (b) is
fulfilled.

3. In the adduction of proof to the
contrary, the legitimate interests of defen-
dants in protecting their manufacturing and
business secrets shall be taken into ac-
count.
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SECTION 6: LAYOUT-DESIGNS
(TOPOGRAPHIES) OF INTEGRATED
CIRCUITS

Article 35
Relation to the IPIC Treaty

Members agree to provide protec-
tion to the layout-designs (topographies) of
integrated circuits (referred to in this
Agreement as "layout-designs") in accor-
dance with Articles 2 through 7 (other than
paragraph 3 of Article 6), Article 12 and
paragraph 3 of Article 16 of the Treaty on
Intellectual Property in Respect of Inte-
grated Circuits and, in addition, to comply
with the following provisions.

Article 36
Scope of the Protection

Subject to the provisions of para-
graph 1 of Article 37, Members shall con-
sider unlawful the following acts if per-
formed without the authorization of the
right holder:* importing, selling, or other-
wise distributing for commercial purposes
a protected layout-design, an integrated
circuit in which a protected layout-design
1s incorporated, or an article incorporating
such an integrated circuit only in so far as
it continues to contain an unlawfully re-
produced layout-design.

Article 37
Acts Not Requiring the Authorization of the
Right Holder

**" The term "right holder" in this Section shall be

understood as having the same meaning as the
term "holder of the right" in the IPIC Treaty.

1. Notwithstanding Article 36, no
Member shall consider unlawful the per-
formance of any of the acts referred to in
that Article in respect of an integrated cir-
cuit incorporating an unlawfully repro-
duced layout-design or any article incorpo-
rating such an integrated circuit where the
person performing or ordering such acts
did not know and had no reasonable
ground to know, when acquiring the inte-
grated circuit or article incorporating such
an integrated circuit, that it incorporated an
unlawfully  reproduced layout-design.
Members shall provide that, after the time
that such person has received sufficient
notice that the layout-design was unlaw-
fully reproduced, that person may perform
any of the acts with respect to the stock on
hand or ordered before such time, but shall
be liable to pay to the right holder a sum
equivalent to a reasonable royalty such as
would be payable under a freely negotiated
licence in respect of such a layout-design.

2. The conditions set out in subpara-
graphs (a) through (k) of Article 31 shall
apply mutatis mutandis in the event of any
non-voluntary licensing of a layout-design
or of its use by or for the government with-
out the authorization of the right holder.

Article 38
Term of Protection

1. In Members requiring registration
as a condition of protection, the term of
protection of layout-designs shall not end
before the expiration of a period of 10
years counted from the date of filing an
application for registration or from the first
commercial exploitation wherever in the
world it occurs.
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2. In Members not requiring registra-
tion as a condition for protection, layout-
designs shall be protected for a term of no
less than 10 years from the date of the first
commercial exploitation wherever in the
world it occurs.

3. Notwithstanding paragraphs 1 and
2, a Member may provide that protection
shall lapse 15 years after the creation of the
layout-design.

SECTION 7:  PROTECTION  OF
UNDISCLOSED INFORMATION

Article 39 (...)

SECTION 8: CONTROL OF ANTI-
COMPETITIVE PRACTICES
IN CONTRACTUAL LICENCES

Article 40

1. Members agree that some licensing
practices or conditions pertaining to intel-
lectual property rights which restrain com-
petition may have adverse effects on trade
and may impede the transfer and dissemi-
nation of technology.

2. Nothing in this Agreement shall
prevent Members from specifying in their
legislation licensing practices or conditions
that may in particular cases constitute an
abuse of intellectual property rights having
an adverse effect on competition in the
relevant market. As provided above, a
Member may adopt, consistently with the
other provisions of this Agreement, appro-
priate measures to prevent or control such

practices, which may include for example
exclusive grantback conditions, conditions
preventing challenges to validity and coer-
cive package licensing, in the light of the
relevant laws and regulations of that Mem-
ber.

3. Each Member shall enter, upon
request, into consultations with any other
Member which has cause to believe that an
intellectual property right owner that is a
national or domiciliary of the Member to
which the request for consultations has
been addressed is undertaking practices in
violation of the requesting Member's laws
and regulations on the subject matter of
this Section, and which wishes to secure
compliance with such legislation, without
prejudice to any action under the law and
to the full freedom of an ultimate decision
of either Member. The Member addressed
shall accord full and sympathetic consid-
eration to, and shall afford adequate op-
portunity for, consultations with the re-
questing Member, and shall cooperate
through supply of publicly available non-
confidential information of relevance to the
matter in question and of other information
available to the Member, subject to do-
mestic law and to the conclusion of mutu-
ally satisfactory agreements concerning the
safeguarding of its confidentiality by the
requesting Member.

4. A Member whose nationals or
domiciliaries are subject to proceedings in
another Member concerning alleged viola-
tion of that other Member's laws and regu-
lations on the subject matter of this Section
shall, upon request, be granted an opportu-
nity for consultations by the other Member
under the same conditions as those fore-
seen in paragraph 3.
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PART III

ENFORCEMENT OF INTELLECTUAL
PROPERTY RIGHTS

SECTION 1: GENERAL OBLIGATIONS

Article 41

1. Members shall ensure that en-
forcement procedures as specified in this
Part are available under their law so as to
permit effective action against any act of
infringement of intellectual property rights
covered by this Agreement, including ex-
peditious remedies to prevent infringe-
ments and remedies which constitute a
deterrent to further infringements. These
procedures shall be applied in such a man-
ner as to avoid the creation of barriers to
legitimate trade and to provide for safe-
guards against their abuse.

2. Procedures concerning the en-
forcement of intellectual property rights
shall be fair and equitable. They shall not
be unnecessarily complicated or costly, or
entail unreasonable time-limits or unwar-
ranted delays.

3. Decisions on the merits of a case
shall preferably be in writing and reasoned.
They shall be made available at least to the
parties to the proceeding without undue
delay. Decisions on the merits of a case
shall be based only on evidence in respect
of which parties were offered the opportu-
nity to be heard.

4, Parties to a proceeding shall have
an opportunity for review by a judicial
authority of final administrative decisions

and, subject to jurisdictional provisions in
a Member's law concerning the importance
of a case, of at least the legal aspects of
initial judicial decisions on the merits of a
case. However, there shall be no obliga-
tion to provide an opportunity for review of
acquittals in criminal cases.

5. It is understood that this Part does
not create any obligation to put in place a
judicial system for the enforcement of in-
tellectual property rights distinct from that
for the enforcement of law in general, nor
does it affect the capacity of Members to
enforce their law in general. Nothing in
this Part creates any obligation with respect
to the distribution of resources as between
enforcement of intellectual property rights
and the enforcement of law in general.

SECTION 2: CIVIL AND
ADMINISTRATIVE PROCEDURES
AND REMEDIES

Article 42 - Article 49 (...)

SECTION 3:
MEASURES
Article 50 (..

PROVISIONAL

SECTION 4. SPECIAL
REQUIREMENTS RELATED TO
BORDER MEASURES?!

Article 51

Suspension of Release by Customs
Authorities

' Where a Member has dismantled substantially

all controls over movement of goods across its
border with another Member with which it
forms part of a customs union, it shall not be
required to apply the provisions of this Section
at that border.
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Members shall, in conformity with
the provisions set out below, adopt proce-
dures® to enable a right holder, who has
valid grounds for suspecting that the im-
portation of counterfeit trademark or pi-
rated copyright goods® may take place, to
lodge an application in writing with com-
petent authorities, administrative or judi-
cial, for the suspension by the customs
authorities of the release into free circula-
tion of such goods. Members may enable
such an application to be made in respect
of goods which involve other infringe-
ments of intellectual property rights, pro-
vided that the requirements of this Section
are met. Members may also provide for
corresponding procedures concerning the
suspension by the customs authorities of
the release of infringing goods destined for
exportation from their territories.

Article 52 - Article 60 (...)

? Itis understood that there shall be no obligation

to apply such procedures to imports of goods
put on the market in another country by or with
the consent of the right holder, or to goods in
transit.

2 For the purposes of this Agreement:

(a) "counterfeit trademark goods" shall mean
any goods, including packaging, bearing wi-
thout authorization a trademark which is identi-
cal to the trademark validly registered in re-
spect of such goods, or which cannot be distin-
guished in its essential aspects from such a
trademark, and which thereby infringes the
rights of the owner of the trademark in question
under the law of the country of importation;

(b) "pirated copyright goods" shall mean any
goods which are copies made without the con-
sent of the right holder or person duly authori-
zed by the right holder in the country of pro-
duction and which are made directly or indi-
rectly from an article where the making of that
copy would have constituted an infringement of
a copyright or a related right under the law of
the country of importation.

SECTION 5: CRIMINAL PROCEDURES

Article 61

Members shall provide for criminal
procedures and penalties to be applied at
least in cases of wilful trademark counter-
feiting or copyright piracy on a commercial
scale. Remedies available shall include
imprisonment and/or monetary fines suffi-
cient to provide a deterrent, consistently
with the level of penalties applied for
crimes of a corresponding gravity. In ap-
propriate cases, remedies available shall
also include the seizure, forfeiture and de-
struction of the infringing goods and of any
materials and implements the predominant
use of which has been in the commission
of the offence. Members may provide for
criminal procedures and penalties to be
applied in other cases of infringement of
intellectual property rights, in particular
where they are committed wilfully and on a
commercial scale.

PART IV

ACQUISITION AND MAINTENANCE
OF INTELLECTUAL PROPERTY

RIGHTS AND RELATED INTER-
PARTES PROCEDURES

Article 62

l. Members may require, as a condi-

tion of the acquisition or maintenance of
the intellectual property rights provided for
under Sections 2 through 6 of Part I, com-
pliance with reasonable procedures and
formalities. Such procedures and formali-
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ties shall be consistent with the provisions
of this Agreement.

2. Where the acquisition of an intel-
lectual property right is subject to the right
being granted or registered, Members shall
ensure that the procedures for grant or reg-
istration, subject to compliance with the
substantive conditions for acquisition of
the right, permit the granting or registration
of the right within a reasonable period of
time so as to avoid unwarranted curtail-
ment of the period of protection.

3. Article 4 of the Paris Convention
(1967) shall apply mutatis mutandis to
service marks.

4. Procedures concerning the acquisi-
tion or maintenance of intellectual property
rights and, where a Member's law provides
for such procedures, administrative revo-
cation and inter partes procedures such as
opposition, revocation and cancellation,
shall be governed by the general principles
set out in paragraphs 2 and 3 of Article 41.

5. Final administrative decisions in
any of the procedures referred to under
paragraph 4 shall be subject to review by a
judicial or quasi-judicial authority. How-
ever, there shall be no obligation to provide
an opportunity for such review of decisions
in cases of unsuccessful opposition or ad-
ministrative revocation, provided that the
grounds for such procedures can be the
subject of invalidation procedures.

PART V
DISPUTE PREVENTION AND
SETTLEMENT

Article 63
Transparency

1. Laws and regulations, and final
judicial decisions and administrative rul-
ings of general application, made effective
by a Member pertaining to the subject
matter of this Agreement (the availability,
scope, acquisition, enforcement and pre-
vention of the abuse of intellectual prop-
erty rights) shall be published, or where
such publication is not practicable made
publicly available, in a national language,
in such a manner as to enable governments
and right holders to become acquainted
with them. Agreements concerning the
subject matter of this Agreement which are
in force between the government or a gov-
ernmental agency of a Member and the
government or a governmental agency of
another Member shall also be published.

2. Members shall notify the laws and
regulations referred to in paragraph 1 to the
Council for TRIPS in order to assist that
Council in its review of the operation of
this Agreement. The Council shall attempt
to minimize the burden on Members in
carrying out this obligation and may decide
to waive the obligation to notify such laws
and regulations directly to the Council if
consultations with WIPO on the establish-
ment of a common register containing
these laws and regulations are successful.
The Council shall also consider in this
connection any action required regarding
notifications pursuant to the obligations
under this Agreement stemming from the
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provisions of Article 6¢ter of the Paris Con-
vention (1967).

3. Each Member shall be prepared to
supply, in response to a written request
from another Member, information of the
sort referred to in paragraph 1. A Member,
having reason to believe that a specific
judicial decision or administrative ruling or
bilateral agreement in the area of intellec-
tual property rights affects its rights under
this Agreement, may also request in writ-
ing to be given access to or be informed in
sufficient detail of such specific judicial
decisions or administrative rulings or bilat-
eral agreements.

4. Nothing in paragraphs 1, 2 and 3
shall require Members to disclose confi-
dential information which would impede
law enforcement or otherwise be contrary
to the public interest or would prejudice
the legitimate commercial interests of par-
ticular enterprises, public or private.

Article 64
Dispute Settlement

1. The provisions of Articles XXII and
XXII of GATT 1994 as elaborated and
applied by the Dispute Settlement Under-
standing shall apply to consultations and
the settlement of disputes under this
Agreement except as otherwise specifically
provided herein.

2. Subparagraphs 1(b) and 1(c) of Ar-
ticle XXIII of GATT 1994 shall not apply
to the settlement of disputes under this
Agreement for a period of five years from
the date of entry into force of the WTO
Agreement.

3. During the time period referred to
in paragraph 2, the Council for TRIPS shall
examine the scope and modalities for com-
plaints of the type provided for under sub-
paragraphs 1(b) and 1(c) of Article XXIII
of GATT 1994 made pursuant to this
Agreement, and submit its recommenda-
tions to the Ministerial Conference for ap-
proval. Any decision of the Ministerial
Conference to approve such recommenda-
tions or to extend the period in paragraph 2
shall be made only by consensus, and ap-
proved recommendations shall be effective
for all Members without further formal
acceptance process.

PART VI

TRANSITIONAL ARRANGEMENTS

Article 65
Transitional Arrangements

1. Subject to the provisions of para-
graphs 2, 3 and 4, no Member shall be
obliged to apply the provisions of this
Agreement before the expiry of a general
period of one year following the date of
entry into force of the WTO Agreement.

2. A developing country Member is
entitled to delay for a further period of four
years the date of application, as defined in
paragraph 1, of the provisions of this
Agreement other than Articles 3, 4 and 5.

3. Any other Member which is in the
process of transformation from a centrally-
planned into a market, free-enterprise
economy and which is undertaking struc-
tural reform of its intellectual property
system and facing special problems in the
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preparation and implementation of intel-
lectual property laws and regulations, may
also benefit from a period of delay as fore-
seen in paragraph 2.

4. To the extent that a developing
country Member is obliged by this Agree-
ment to extend product patent protection to
areas of technology not so protectable in its
territory on the general date of application
of this Agreement for that Member, as de-
fined in paragraph 2, it may delay the ap-
plication of the provisions on product pat-
ents of Section 5 of Part II to such areas of
technology for an additional period of five
years.

5. A Member availing itself of a tran-
sitional period under paragraphs 1, 2, 3 or
4 shall ensure that any changes in its laws,
regulations and practice made during that
period do not result in a lesser degree of
consistency with the provisions of this
Agreement.

Article 66
Least-Developed Country Members

1. In view of the special needs and
requirements of least-developed country
Members, their economic, financial and
administrative constraints, and their need
for flexibility to create a viable technologi-
cal base, such Members shall not be re-
quired to apply the provisions of this
Agreement, other than Articles 3, 4 and 5,
for a period of 10 years from the date of
application as defined under paragraph 1 of
Article 65. The Council for TRIPS shall,
upon duly motivated request by a least-
developed country Member, accord exten-
sions of this period.

2. Developed country Members shall
provide incentives to enterprises and insti-
tutions in their territories for the purpose of
promoting and encouraging technology
transfer to least-developed country Mem-
bers in order to enable them to create a
sound and viable technological base.

Article 67
Technical Cooperation

In order to facilitate the implemen-
tation of this Agreement, developed coun-
try Members shall provide, on request and
on mutually agreed terms and conditions,
technical and financial cooperation in fa-
vour of developing and least-developed
country Members. Such cooperation shall
include assistance in the preparation of
laws and regulations on the protection and
enforcement of intellectual property rights
as well as on the prevention of their abuse,
and shall include support regarding the
establishment or reinforcement of domestic
offices and agencies relevant to these mat-
ters, including the training of personnel.

PART VII

INSTITUTIONAL ARRANGEMENTS,;
FINAL PROVISIONS

Article 68
Council for Trade-Related Aspects of In-
tellectual Property Rights

The Council for TRIPS shall
monitor the operation of this Agreement
and, in particular, Members' compliance
with their obligations hereunder, and shall
afford Members the opportunity of con-
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sulting on matters relating to the trade-
related aspects of intellectual property
rights. It shall carry out such other respon-
sibilities as assigned to it by the Members,
and it shall, in particular, provide any as-
sistance requested by them in the context
of dispute settlement procedures. In carry-
ing out its functions, the Council for
TRIPS may consult with and seek infor-
mation from any source it deems appropri-
ate. In consultation with WIPO, the Coun-
cil shall seek to establish, within one year
of its first meeting, appropriate arrange-
ments for cooperation with bodies of that
Organization.

Article 69
International Cooperation

Members agree to cooperate with
each other with a view to eliminating in-
ternational trade in goods infringing intel-
lectual property rights. For this purpose,
they shall establish and notify contact
points in their administrations and be ready
to exchange information on trade in in-
fringing goods. They shall, in particular,
promote the exchange of information and
cooperation between customs authorities
with regard to trade in counterfeit trade-
mark goods and pirated copyright goods.

Article 70
Protection of Existing Subject Matter

1. This Agreement does not give rise
to obligations in respect of acts which oc-
curred before the date of application of the
Agreement for the Member in question.

2. Except as otherwise provided for in
this Agreement, this Agreement gives rise

to obligations in respect of all subject
matter existing at the date of application of
this Agreement for the Member in ques-
tion, and which is protected in that Mem-
ber on the said date, or which meets or
comes subsequently to meet the criteria for
protection under the terms of this Agree-
ment. In respect of this paragraph and
paragraphs 3 and 4, copyright obligations
with respect to existing works shall be
solely determined under Article 18 of the
Berne Convention (1971), and obligations
with respect to the rights of producers of
phonograms and performers in existing
phonograms shall be determined solely
under Article 18 of the Berne Convention
(1971) as made applicable under paragraph
6 of Article 14 of this Agreement.

3. There shall be no obligation to re-
store protection to subject matter which on
the date of application of this Agreement
for the Member in question has fallen into
the public domain.

4. In respect of any acts in respect of
specific objects embodying protected sub-
ject matter which become infringing under
the terms of legislation in conformity with
this Agreement, and which were com-
menced, or in respect of which a signifi-
cant investment was made, before the date
of acceptance of the WTO Agreement by
that Member, any Member may provide for
a limitation of the remedies available to the
right holder as to the continued perform-
ance of such acts after the date of applica-
tion of this Agreement for that Member. In
such cases the Member shall, however, at
least provide for the payment of equitable
remuneration.

5. A Member is not obliged to apply
the provisions of Article 11 and of para-
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graph 4 of Article 14 with respect to origi-
nals or copies purchased prior to the date
of application of this Agreement for that
Member.

6. Members shall not be required to
apply Article 31, or the requirement in
paragraph 1 of Article 27 that patent rights
shall be enjoyable without discrimination
as to the field of technology, to use without
the authorization of the right holder where
authorization for such use was granted by
the government before the date this
Agreement became known.

7. In the case of intellectual property
rights for which protection is conditional
upon registration, applications for protec-
tion which are pending on the date of ap-
plication of this Agreement for the Mem-
ber in question shall be permitted to be
amended to claim any enhanced protection
provided under the provisions of this
Agreement. Such amendments shall not
include new matter.

8. Where a Member does not make
available as of the date of entry into force
of the WTO Agreement patent protection
for pharmaceutical and agricultural chemi-
cal products commensurate with its obli-
gations under Article 27, that Member
shall:

(a) notwithstanding the provisions of
Part VI, provide as from the date of entry
into force of the WTO Agreement a means
by which applications for patents for such
inventions can be filed;

(b) apply to these applications, as of
the date of application of this Agreement,
the criteria for patentability as laid down in
this Agreement as if those criteria were
being applied on the date of filing in that

Member or, where priority is available and
claimed, the priority date of the applica-
tion; and

() provide patent protection in accor-
dance with this Agreement as from the
grant of the patent and for the remainder of
the patent term, counted from the filing
date in accordance with Article 33 of this
Agreement, for those of these applications
that meet the criteria for protection referred
to in subparagraph (b).

9. Where a product is the subject of a
patent application in a Member in accor-
dance with paragraph 8(a), exclusive mar-
keting rights shall be granted, notwith-
standing the provisions of Part VI, for a
period of five years after obtaining mar-
keting approval in that Member or until a
product patent is granted or rejected in that
Member, whichever period is shorter, pro-
vided that, subsequent to the entry into
force of the WTO Agreement, a patent
application has been filed and a patent
granted for that product in another Member
and marketing approval obtained in such
other Member.

Article 71
Review and Amendment

1. The Council for TRIPS shall review
the implementation of this Agreement after
the expiration of the transitional period
referred to in paragraph 2 of Article 65.
The Council shall, having regard to the
experience gained in its implementation,
review it two years after that date, and at
identical intervals thereafter. The Council
may also undertake reviews in the light of
any relevant new developments which
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might warrant modification or amendment
of this Agreement.

2. Amendments merely serving the
purpose of adjusting to higher levels of
protection of intellectual property rights
achieved, and in force, in other multilateral
agreements and accepted under those
agreements by all Members of the WTO
may be referred to the Ministerial Confer-
ence for action in accordance with para-
graph 6 of Article X of the WTO Agree-
ment on the basis of a consensus proposal
from the Council for TRIPS.

Article 72
Reservations

Reservations may not be entered in
respect of any of the provisions of this
Agreement without the consent of the other
Members.

Article 73
Security Fxceptions

Nothing in this Agreemenf shall be
construed:

(a) to require a Member to furnish any
information the disclosure of which it con-
siders contrary to its essential security in-
terests; or

(b)  to prevent a Member from taking
any action which it considers necessary for
the protection of its essential security inter-
ests;

(1) relating to fissionable materials or
the materials from which they are derived;

(i)  relating to the traffic in arms, am-
munition and implements of war and to

such traffic in other goods and materials as
is carried on directly or indirectly for the
purpose of supplying a military establish-
ment;

(iii))  taken in time of war or other emer-
gency in international relations; or

(c) to prevent a Member from taking
any action in pursuance of its obligations
under the United Nations Charter for the
maintenance of international peace and
security.



